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On 1 November 2014, Charles Russell merged with another leading 
London practice, Speechly Bircham, to form Charles Russell Speechlys.  

The aim of the merger is to provide enhanced legal services to our clients, 
and retain our competitive position, whilst at the same time ensuring that 
the merger has no adverse effect on the services we provide. Further 
information is available at the end of this newsletter. 

Recent developments 
Patents 
Advocate General Cruz Villalón’s opinion – human embryo patent case 

 

Advocate General's Opinion in International Stem Cell Corporation v 
Comptroller General of Patents, Case C-364/13, 17 July 2014 

A recent opinion of Advocate General (“AG”) Cruz Villalón concerning 
patentability of human stem cells may have important consequences for stem 
cell technology. The AG advised that the decisive criterion in determining 
patentability of an unfertilised ovum is whether the ovum has the "inherent 
capacity to develop into a human being".   

The opinion will be welcomed by biotechnology and medical research 
companies.  Although there is an ethical balance to be struck between public 
health and medical research, a contrary opinion may have seriously damaged 
genetic research and stem cell technologies in the EU. 

Background 

In April 2013, a question was referred to the CJEU in the International Stem Cell 
Corporation patent case concerning whether stem cells obtained from 
parthenogenetically stimulated human ova are excluded from patentability as 
"human embryos". 

International Stem Cell Corporation (ISCC) had made two UK patent applications 
relating to human stem cells. Both applications were rejected by the examiner 
and, on appeal, the UK Intellectual Property Office (“IPO”) hearing officer held 
that the inventions disclosed in the patent applications were excluded from 
patentability under paragraph 3(d) of Schedule A2 to the Patents Act 1977, 
which implements Article 6(2)(c) of the Biotechnology Directive.  

Under Article 3(1) of the Biotechnology Directive (which protects biotechnological 
inventions), new inventions involving an inventive step and which are capable of 
industrial application are patentable even if they concern biological material.  
However, Article 5(1) provides that the human body at its various stages of 
formation and development “…cannot constitute patentable inventions” and 
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Article 6 provides that the use of human embryos for industrial or commercial 
purposes is not patentable on morality grounds. 

The IPO hearing officer decided that he was bound by the decision in Brüstle v 
Greenpeace eV, C-34/10 to reject the patent applications. (The CJEU had 
previously explained the meaning of human embryo in Brüstle, ruling that both 
fertilised and unfertilised human ova can constitute a ‘human embryo’ provided 
that they are capable of commencing the process of developing into a human 
being.) 

Given the importance of biotechnology to public health and research into the 
treatment of disease, the hearing officer referred the matter for clarification to the 
CJEU. 

Parthenogenesis involves the initiation of the development of an ovum without 
fertilisation taking place.  Thus there is an absence of paternal DNA in the 
(unfertilised) oocyte.  The cells of such a developing oocyte are called pluripotent 
(they cannot develop to term) as opposed to totipotent, a cell which results from 
fertilisation which is capable of developing into a human being.  The hearing 
officer interpreted the case of Brustle as meaning that a pluripotent as well as a 
totipotent cell would be included within the term ‘human embryo’ and therefore 
excluded from patentability.   

Now, AG Cruz Villalón has advised that: 

"Unfertilised human ova whose division and further development have been 
stimulated by parthenogenesis are not included in the term 'human embryos' in 
Article 6(2)(c) of Directive 98/44/EC of the European Parliament and of the 
Council of 6 July 1998 on the legal protection of biotechnological inventions as 
long as they are not capable of developing into a human being and have not 
been genetically manipulated to acquire such a capacity." 

The decision in Oliver Brüstle v Greenpeace eV, C-34/10, to the extent it equated 
unfertilised ova (which are incapable of developing into a human being unless 
genetically modified) with fertilised ova, was based on facts available to the court 
at the time.  

The AG has advised that the CJEU meant that the decisive criterion in 
determining patentability is whether the unfertilised ovum has the "inherent 
capacity to develop into a human being".  

The AG said that it is now apparent that parthenogenic cells cannot so develop 
and therefore do not have the required capacity to develop into a human being. 
As such they cannot be included in the term human embryos and use of such 
cells is not excluded from patentability (unless of course they obtain the capacity 
or have been genetically manipulated to acquire such capacity in which event 
use of such cells would be excluded from patentability). 
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High Court’s earlier decision refusing stay in patent revocation 
proceedings pending opposition proceedings at EPO now reversed 
 
In Actavis Group PTC EHF v Pharmacia LLC [2014] EWHC 2611 (Pat), the High 
Court had previously refused to stay UK patent revocation proceedings brought 
by Actavis pending a decision in patent opposition proceedings in the European 
Patent Office (EPO). However, following undertakings given by the patentee 
Pharmacia, the court reversed its decision and granted a stay. 

The court said that while Actavis had good reason for wanting an early decision 
of the UK court, the additional undertakings offered by Pharmacia (that is, not to 
seek an injunction in the UK against Actavis or its customers during the life of the 
patent, and only to seek damages of 1% of Actavis' net sales in the UK if the 
patent was ultimately held valid by the EPO and also valid and infringed by the 
English courts), went sufficiently far to tip the balance in favour of a stay, having 
regard to the other factors mentioned in IPCom GmbH v HTC Europe Co Ltd. 

UK High Court interprets CJEU ruling concerning entitlement to a 
Supplementary Protection Certificate based on a marketing authorisation 
obtained by a third party 
 
The High Court has considered the CJEU’s responses to referred questions in 
Eli Lilly and Company v Human Genome Sciences Inc [2014] EWHC 2404 (Pat), 
18 July 2014 and refused Lilly's application for a declaration that Human 
Genome Sciences Inc (“HGS”) was not entitled to a Supplementary Protection 
Certificate (“SPC”) for a product described and claimed only in functional terms in 
the basic patent.  

SPCs are intended to encourage research and innovation, by extending patent 
protection for a limited period of time.  The case illustrates that an applicant for 
an SPC may base the application on a marketing authorisation obtained by a 
third party (subject of course to the product being protected by the patent).  

Background 

HGS had applied for an SPC for its Neutrokine patent based on a marketing 
authorisation (MA) obtained by Lilly. Lilly tried to prevent the grant of the SPC by 
seeking a declaration, arguing that in order for an SPC to be granted on the 
basis of HGS’ patent, the patent would have to contain a structural definition of 
the active ingredients and the claims would have to be significantly more specific. 
The High Court referred questions to the CJEU.   

The CJEU rephrased the questions as whether Article 3(a) of the SPC 
Regulation had to be interpreted as meaning that, in order for an active 
ingredient to be regarded as "protected by a basic patent in force" within the 
meaning of that provision, the active ingredient must be identified in the claims of 
the patent by a structural formula, or whether the active ingredient may also be 
considered to be protected where it is covered by a functional formula in the 

Actavis Group PTC EHF v 
Pharmacia LLC [2014] EWHC 
2611 (Pat), 24 July 2014 
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http://www.bailii.org/ew/cases/EWHC/Patents/2014/2611.html
http://www.bailii.org/ew/cases/EWHC/Patents/2014/2611.html
http://www.bailii.org/ew/cases/EWHC/Patents/2014/2611.html
http://www.bailii.org/ew/cases/EWHC/Patents/2014/2404.html
http://www.bailii.org/ew/cases/EWHC/Patents/2014/2404.html
http://www.bailii.org/ew/cases/EWHC/Patents/2014/2404.html
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patent claims.   

The CJEU concluded that a functional formula was sufficient (subject to 
condition), and gave the following answer: 

“Article 3(a) of the SPC Regulation must be interpreted as meaning that, in order 
for an active ingredient to be regarded as "protected by a basic patent in force" 
within the meaning of that provision, it is not necessary for the active 
ingredient to be identified in the claims of the patent by a structural 
formula. Where the active ingredient is covered by a functional formula in 
the claims of a patent issued by the European Patent Office (EPO), Article 3(a) 
of that Regulation does not, in principle, preclude the grant of an SPC for 
that active ingredient on the condition that it is possible to reach the conclusion 
(on the basis of those claims, interpreted inter alia in the light of the description of 
the invention, as required by Article 69 of the Convention on the Grant of 
European Patents (EPC) and the Protocol on the interpretation of that provision 
(Protocol)) that the claims relate, implicitly but necessarily and specifically, 
to the active ingredient in question, which is a matter to be determined by the 
referring court.” 

The High Court has now ruled, following the CJEU responses, that a functional 
claim without any associated structural description was sufficient for a SPC 
provided that the claims related implicitly but necessarily and specifically to the 
active ingredient.  

Lilly has been granted leave to appeal this decision. 

Advocate General Bot dismisses Spain’s UPC challenge 

The Court of Justice of the European Union has issued a press release 
announcing that it is Advocate General Bot’s opinion that the CJEU should 
dismiss Spain’s two actions challenging the unitary patent system (“UPS”) 
proposals. 

In March 2013 Spain brought two actions before the CJEU challenging the UPS 
proposals and seeking an annulment of two regulations forming part of the UPS 
proposals (concerning unitary patent protection and applicable translation 
arrangements). 

The Advocate General observed in his opinion that: 

“the sole purpose of the contested regulation is to incorporate recognition of 
unitary effect through a European patent already granted under the Convention. 
To that end the EU legislature limited itself to stating the nature, conditions for 
grant and effects of unitary protection, covering only the phase subsequent to the 
grant of the European patent. The regulation only attributes to European patents 
an additional characteristic, namely unitary effect, without affecting the procedure 
regulated by the Convention. The protection conferred is regulated by the 
uniform implementation provisions of the regulation. That protection brings real 

CJEU Press release 18 
November 2014 
 
 

http://curia.europa.eu/jcms/upload/docs/application/pdf/2014-11/cp140152en.pdf
http://curia.europa.eu/jcms/upload/docs/application/pdf/2014-11/cp140152en.pdf
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benefit in terms of uniformity and hence of integration compared with the 
situation resulting from the implementation of the rules laid down by the 
Convention (rules which, in every one of those Contracting States, guarantee 
protection whose extent is defined by national law).” 

The CJEU will now rule on the Spanish challenges and, if the CJEU rules in 
accordance with the Advocate General’s opinion, Europe will be one step closer 
to a unitary patent court system – although there are still many hurdles to 
overcome.   

Rules of Procedure for the Unified Patent Court 

Revised draft Rules of Procedure for the Unified Patent Court (“UPC”) were 
published on 31 October 2014.  A public hearing on this the 17th draft is 
scheduled to take place on 26 November 2014 in Trier, Germany. 

The latest draft of the Rules includes a number of key amendments including 
changes relating to opt-in mechanisms, bifurcation, permanent injunctions, 
appeals, languages and security.  Of these, the most interesting amendments of 
practical relevance relate to opt-out /  opt-in mechanisms and bifurcation. 

Opt-out (and opt-in) mechanisms 

It is intended that proceedings concerning Unitary Patents and European Patents 
may be brought before the UPC (although proceedings concerning European 
Patents may alternatively be brought before national courts for a transitional 
period of seven years). This means that patent owners will have a choice of 
where to bring proceedings concerning European patents during the transitional 
period. In addition, patent owners may under the proposed Rules of Procedure 
“opt-out” a European Patent from the UPC so that all future proceedings will be 
brought before national courts. 

The provisions for opting-out under the 16th draft of the Rules raised a number of 
questions for patent holders concerning the timing of opt-outs and whether opting 
out was possible if there was already a patent action pending before the UPC.   

The 17th draft of the Rules makes clear that opting-out is not possible if there is 
an action pending before the UPC (or if there was an action pending and that 
action has been concluded). Thus, an action brought to the UPC constitutes an 
absolute bar to an application to opt-out.  This amendment to the draft Rules will 
reduce the risk that the UPC and national courts deal one after the other with the 
same European Patent and reach diverging decisions. 

Further, once a decision to opt-out has been made by a patent holder and an 
action has been brought before a national court concerning that patent (whether 
the action is pending or concluded), it will not be possible to withdraw the 
decision to opt-out (and opt back in to the UPC). Any future action concerning 
that patent will need to be heard by the national court, not the UPC. Again, the 
amendment is intended to reduce the risk of diverging decisions. However, an 
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opt-out in relation to a European Patent which is not the subject of an action 
(pending or concluded) before a national court may be withdrawn by the patent 
owner during the transitional period. 

The fees for opting-out are not yet known and therefore the practical implications 
of opting out or applying for national rather than European Patents are still not 
clear. 

Bifurcation 

While the Unified Patent Court Agreement envisaged a bifurcation of validity and 
infringement issues (with perhaps a counterclaim for revocation referred to the 
Central Division of the UPC and the infringement action being dealt with by the 
Regional Division, the amended Rules provide that the proceedings before the 
Central Division may be accelerated in order that the revocation claim might be 
heard prior to the infringement hearing. Synchronisation of division calendars will 
however remain at the discretion of the judge and it is not the case that all 
Central Division proceedings will be accelerated.  As a result of the amendment, 
the risk of bifurcation is less of an issue because revocation should be addressed 
before infringement is heard by the court. 

The proposals in general do little to indicate that 2017 remains a realistic start 
date for the UPC. 

Will there be a new UK Patent Box? 

The Finance Act 2012 introduced the UK Patent Box whereby, for accounting 
periods beginning on or after 1 April 2013, a company may elect for so much of 
its profits as arise from the exploitation of relevant patents to be brought within 
the new tax regime which, in broad terms, aims to reduce the effective rate of 
corporation tax on such profits to 10%. 

The UK Patent Box has met with significant opposition from many other States, 
including Germany.  The UK Patent Box also threatened to become a significant 
obstacle to the international political consensus that is required to pursue the 
OECD Base Erosion and Profit Shifting (BEPS) project which project aims, by 
December 2015, to come up with a series of proposals for significant reform of 
the international tax rules.   

Against this background, and following discussions between the UK and 
Germany, on 11 November 2014, HM Treasury announced that the current UK 
Patent Box will be closed.  Further entrants to the UK Patent Box will be barred 
from June 2016 and, after allowing for a five year transition period for companies 
already within the UK Patent Box regime, all tax benefits from the existing tax 
regime will cease to be available in June 2021. 

As part of the OECD / BEPS project, there will be ongoing discussions that seek 
to reach consensus amongst G20 and OECD countries concerning a new 
preferential tax regime for intellectual property.  Germany and the UK intend to 
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submit their joint proposal for a new tax regime to the OECD Forum on Harmful 
Tax Practices at its meeting on 17-19 November 2014.  

There are several critical issues concerning the design of the new tax regime that 
will need to be resolved in order arrive at a new tax regime that is workable for 
companies, workable for tax authorities and which also achieves the all-important 
international political consensus.  However, the aim is to reach agreement during 
2015 as part of the OECD / BEPS project.  Only after that agreement is reached 
will the UK be able to introduce a replacement, new UK Patent Box that is 
compliant with the new rules. 

The main restriction on any new UK Patent Box compared to the current UK 
Patent Box is that tax relief under the new regime will require that substantial 
R&D activity is undertaken in the UK, with the amount of UK tax relief limited by 
reference to the amount of expenditure incurred on UK R&D.  There is currently 
very little detail available, but the Treasury announcement of 11 November 2014 
suggests that, in addition to the R&D expenditure which a company itself incurs, 
there could be a formula which would permit, to a limited extent, related party 
outsourcing or acquisition costs to be included within qualifying expenditure. 

For companies that have elected into the UK Patent Box or intend to do so, the 
window of opportunity to benefit from this tax regime is now time limited (see 
above).  However, it is to be hoped that the UK, together with Germany and 
other G20 and OECD countries, will be able to agree a new preferential tax 
regime for intellectual property that will continue to provide support and 
encouragement to companies that undertake R&D and exploit patents. 
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Trade Marks / Passing Off 
Cranford College – IPEC rules no passing off in the absence of confusion 
  
Cranford Community College (“CCC” and previously known as Cranford 
Community School), a West London academy in the public sector,  recently 
failed in its bid to claim passing off by Cranford College Ltd (“CCL”) in the 
Intellectual Property and Enterprise Court (“IPEC”).  

The case highlights the difficulties facing claimants when bringing a successful 
claim for passing off, in terms of showing goodwill and confusion among the 
relevant public. 

CCC, located in Cranford West London, was established as a school in the 
1970s.   CCL, an independent tutorial college, had run courses for post-school 
age students, also in Cranford, since 2001.  

CCC brought proceedings for passing off against CCL. CCC relied on goodwill in 
associated with the CCC names and the following logos used by CCC: 

 
 

 

 
 

CCC claimed that its name and logo were well known to the public and 
distinctive of the educational services provided by CCC and that CCL’s use of 
the name “Cranford College” and logo in the area of Cranford and for educational 
services caused confusion and that CCL’s use of the name “Cranford College” 
was having a damaging effect on CCC’s goodwill. 

In his judgment, Hacon J said that it was possible for passing off to protect the 
goodwill of a non-trading body such as a school, in the same way that passing off 
could protect the goodwill enjoyed by other non-traders, such as charities. 

 

Cranford Community College v 
Cranford College Ltd [2014] 
EWHC 2999 (IPEC, 19 
September 2014 
 
 

http://www.bailii.org/ew/cases/EWHC/IPEC/2014/2999.html
http://www.bailii.org/ew/cases/EWHC/IPEC/2014/2999.html
http://www.bailii.org/ew/cases/EWHC/IPEC/2014/2999.html
http://www.bailii.org/ew/cases/EWHC/IPEC/2014/2999.html
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In addition the judge said that the name "Cranford College" (the main focus of 
CCC's complaint, since both educational establishments used that name) was 
prima facie descriptive of a college located in Cranford. It was therefore for CCC 
to show that “Cranford College” had acquired a secondary meaning among the 
relevant public, that is, that the name Cranford College referred to CCC and not 
to any other educational establishment such as CCL.  

In this particular case, Hacon J found that the evidence did not show that 
"Cranford College" had acquired a secondary meaning, nor that confusion had 
resulted among the relevant public and CCC did not have the requisite goodwill 
to succeed on passing off. The judge also found that CCL had not deliberately 
set out to pass itself off as CCC.  The claim for passing off was dismissed. 

 

Copyright  
 

The CJEU defines parody in Case C-201/13 Deckmyn 
 
The Court of Justice of the European Union (“CJEU”) has confirmed that parody 
is an autonomous concept of EU law that it is to be interpreted uniformly 
throughout the EU, thus setting the standard for what is a permitted reproduction 
of a copyright work under the exception to copyright infringement provided for by 
Article 5(3)(k) of the Information Society Directive 2001/29/EC (the Directive). 

The ruling raises the question of whether the CJEU has in effect harmonised 
moral rights across the European Union.  Does the decision mean that copyright 
holders may object to and prevent publication of any unfavourable or offensive 
parody?  And if so, offensive to whom? The case of Deckmyn raises many 
questions, yet to be answered. 

Background 

The case concerned the distribution of Deckmyn calendars to the public.  An 
image on the calendars was adapted from the cover of W. Vandersteen’s book 
“Suske en Wiske” (see left). 

The Belgian court of appeal referred questions to the CJEU concerning the 
characteristics which need to be satisfied for a work to be considered a parody.  

In response, the CJEU held that the essential characteristics of a parody are:  

1. to evoke an existing work whilst being different from it; and  

2.  to be an expression of humour or mockery. 

The court also said it is for the national courts to apply this test and “strike a fair 
balance” between (i) the legitimate rights and interest of owners of the original 

Deckmyn, Case C-201/13 
 
 

 

 

http://www.bailii.org/eu/cases/EUECJ/2014/C20113.html


 

 

charlesrussellspeechlys.com 

Charles Russell Speechlys LLP is a limited liability partnership registered in England and Wales, registered number OC311850, and is authorised and regulated by the Solicitors Regulation Authority. Charles Russell Speechlys LLP 
is also licensed by the Qatar Financial Centre Authority in respect of its branch office in Doha. Any reference to a partner in relation to Charles Russell Speechlys LLP is to a member of Charles Russell Speechlys LLP or an 
employee with equivalent standing and qualifications. A list of members and of non-members who are described as partners, is available for inspection at the registered office, 5 Fleet Place, London. EC4M 7RD. 

works who wish to ensure that a copyright work is not associated with an 
unfavourable parody; and (ii) the freedom of expression of creators of any parody 
work.  In applying this test the court said such a balance will require 
consideration of all the circumstances of the case in assessing whether the 
essential requirements of parody are fulfilled and whether a fair balance is 
preserved. 

The case now returns to the Belgian court for a final ruling. 

 
Designs 
Broken cookie registered Community design held to be invalid 
 
The EU General Court (“GC”) recently held that a registered Community design 
representing a broken cookie was invalid under the Community Designs 
Regulation (6/2002/EC) because the design lacked individual character.  

The fact that the cookie had an internal layer of chocolate filling could not be 
taken into account when assessing whether the design had individual character. 
The GC also said that the contested cookie design did not produce on an 
informed user (a regular consumer of that type of cookie) a different overall 
impression from that produced by the earlier cookie designs.  

The General Court’s decision, which upheld an earlier OHIM Board of Appeal 
(“Board of Appeal”) decision, makes clear that protection may be conferred on 
the visible part of a product only, where that product is not a “complex product” 
under the Community Designs Regulation. 

Background 

The broken cookie design considered by the GC is shown to the below: 

  
 
The applicant for invalidity, the intervener, contended that the broken cookie 
design lacked originality and individual character.  The intervener relied upon a 
number of earlier designs for cookies, three of which the court referred to: 

Biscuits Poult SAS v OHIM, Case 
T-494/12, 9 September 2014 
 
 
 

http://www.bailii.org/eu/cases/EUECJ/2014/T49412.html
http://www.bailii.org/eu/cases/EUECJ/2014/T49412.html
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The broken cookie design owner, Biscuits Poult, argued that the Board of Appeal 
had incorrectly ruled the design invalid and appealed to the GC.   

The Board of Appeal decided that the chocolate layer of filling inside the cookie 
was not visible during normal use of the cookie and therefore could not be taken 
into account when assessing whether the design had individual character. 
(Visibility during normal use is one of the requirements for protection of a 
component part of a complex product under the Community Designs Regulation 
(6/2002/EC)).  The Board of Appeal also said the outer visible appearance of the 
design did not produce on the informed user a different overall impression (than 
that produced by the earlier three designs).  

Biscuits Poult said that the Board of Appeal should have considered the internal 
appearance of the cookie and a failure to do so meant that the Board had not 
considered the differences between it and the earlier designs which gave the 
broken cookie individual character. The intervener submitted, however, that the 
cookie could not be considered to be a complex product and that the filling was 
not a component of the product.  

The GC rejected Biscuits Poult’s argument. 

The GC agreed with the Board of Appeal that the chocolate internal filling 
became visible only when the cookie was broken and that this characteristic did 
not relate to the appearance of the cookie. The court also dismissed Biscuits 
Poult’s argument that the chocolate layer became visible during "normal use" of 
the cookie saying that the concept of "normal use" was relevant only to complex 
products within the meaning of Article 3(3) of the Community Designs 
Regulation.  The GC said the cookie was not a complex product. It was not 
composed of many replaceable components. 

Finally, the GC confirmed that the contested cookie design did not produce on an 
informed user (a regular consumer of that type of cookie) a different overall 
impression from that produced by the earlier designs, taking into account the 
designer's considerable design freedom.  

 

  

 

Ifejika v Ifejika and another [2014] 
EWHC 2625 (IPEC), 31 July 2014 
 
 
 

http://www.bailii.org/ew/cases/EWHC/IPEC/2014/2625.html
http://www.bailii.org/ew/cases/EWHC/IPEC/2014/2625.html
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Other matters of interest - in brief 
IPEC assesses damages in designs infringement case, taking into account 
the nature of the feature of the infringed design 
 
In a case concerned alleged infringement of registered and unregistered design 
rights in a contact lens cleaning container, the Intellectual Property Enterprise 
Court (“IPEC”) recently awarded a claimant £15,800 by way of account of profits.   

The IPEC said that the infringing product used only one feature of the infringed 
design. Damage was therefore assessed taking this into account, as follows:   

Total net profit from sales of the product - £790,000. 

Percentage of net profit attributable to the use of the one feature of the infringed 
design - 2%. 

Damages - £15,800 

The one feature used was assessed as being a very small part of the overall lens 
container. The judge considered that the figure of 2% used for calculation of 
damages was appropriate for this reason. 

Hong Kong resident successfully claims injunctive relief in UK concerning 
defamatory comments posted on website 
 
In the High Court, a UK businessman (previously resident in the UK but currently 
living in Hong Kong), successfully brought a claim in England against Google 
seeking injunctive relief in respect of defamatory comments posted on many 
websites by an anonymous third party.  

The court considered the aggrieved businessman’s course of action and whether 
leave to serve proceedings out of the jurisdiction could be granted (leave was 
required to serve the proceedings on Google Inc, the second defendant). 

The court ruled that the claimant's cause of action under the Data Protection Act 
1998 was established in principle, that there was a good arguable case for the 
grant of injunctive relief against Google and that leave to serve out of the 
jurisdiction could be granted if the damage was sustained within the jurisdiction 
or if the damage sustained resulted from an act committed within the jurisdiction.  

Since the claimant had business interests and a home within the UK, the 
defamatory material damaged or risked damaging his reputation in the UK. Also, 
following the CJEU’s recent decision in Google Spain SL and Google Inc v 
Agencia Española de Protección de Datos (AEPD) and Mario Costeja González, 
Case C-131/12, 13 May 2014, Google was under an obligation to prevent the 
processing of personal data of the claimant which is inaccurate and/or which is 

Hegglin v (1) Person(s) Unknown 
and (2) Google [2014] EWHC 
2808 (QB), 31 July 2014 
 
 
 

UP IPO - warning regarding 
misleading invoices 
 
 

http://www.bailii.org/ew/cases/EWHC/QB/2014/2808.html
http://www.bailii.org/ew/cases/EWHC/QB/2014/2808.html
http://www.bailii.org/ew/cases/EWHC/QB/2014/2808.html
https://www.gov.uk/government/collections/warning-misleading-invoices
https://www.gov.uk/government/collections/warning-misleading-invoices
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causing him, or is likely to cause him, substantial damage or substantial distress. 

Is this the real IPO? Be aware of misleading invoices and requests for 
payment 
 
If you are responsible for managing your own UK trade marks, registered 
designs or patents portfolios, it is important to check that any correspondence 
which you might receive in relation to those registrations – including requests for 
payment – originates from the genuine UK IPO.  

It is not uncommon for fraudulent organisations to pose as the UK Intellectual 
Property Office (“ IPO”) and to send official looking letters to individuals or 
businesses offering to renew UK trade mark/registered design/patent 
registrations in return for the payment of fees. 

In May 2014 the UK IPO issued proceedings for passing off against an 
organisation calling itself the “Patent and Trademark Office” and another,  the 
“Patent and Trade Mark Organisation”, as well as against the individuals trading 
through those organisations.  The IPO recently announced that the defendants 
had admitted and settled the claims and agreed to be bound by an order of the 
Intellectual Property Enterprise Court, prohibiting them from further acts of 
passing off.  

Both organisations had issued fake intellectual property rights renewal notices to 
holders of UK registered patents and trademarks  offering to renew the rights for 
fees far exceeding the official renewal fees. As a result, a number of individuals 
and businesses were misled into making payments.  

A round up of some recent trade mark 
registration decisions 
The likelihood of confusion between figurative marks depicting a polo 
player  
 
The OHIM General Court (“GC”) has dismissed an appeal against a decision of 
the OHIM Board of Appeal in which the Board rejected an application for 
registration of a figurative mark depicting a polo player against the background of 
a letter V (shown left). 

The GC said the Board had been right to find that there was a likelihood of 
confusion under Article 8 (1)(b) of the Community Trade Mark (CTM) Regulation 
(207/2009/EC) between the mark applied for and earlier registrations owned by 
the Polo/Lauren Company, LP, and that in respect of certain goods and services, 
use of the mark applied for would be detrimental to the repute of the earlier 
marks within the meaning of Article 8(5) of the CTM Regulation. 

The decision was based on the identity of the goods concerned, similarities 

 

 

 

 

 

Herdade de S. Tiago II - Sociedad 
Agricola,SA v OHIM, Case T-
90/13, 18 September 2014 
 
 
 

http://curia.europa.eu/juris/document/document.jsf?text=&docid=157846&pageIndex=0&doclang=en&mode=req&dir=&occ=first&part=1&cid=262943
http://curia.europa.eu/juris/document/document.jsf?text=&docid=157846&pageIndex=0&doclang=en&mode=req&dir=&occ=first&part=1&cid=262943
http://curia.europa.eu/juris/document/document.jsf?text=&docid=157846&pageIndex=0&doclang=en&mode=req&dir=&occ=first&part=1&cid=262943
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between the signs at issue and the enhanced distinctive character acquired 
through use of the earlier marks in respect of a number of goods in class 18 and 
all of the goods in class 25. In this case, the distinctive character and reputation 
of the earlier mark in relation to certain goods had to be taken into account when 
assessing likelihood of confusion. 

In another case involving polo players, the GC annulled a decision of OHIM 
Board of Appeal in which the Board found that there was no likelihood of 
confusion between an application for a Community trade mark depicting a polo 
player on a bicycle and earlier registrations depicting a polo player on a horse 
(Ralph Lauren) (shown below). 

  
 
The GC found that there was a likelihood of confusion under Article 8(1)(b) of the 
CTM Regulation (207/2009/EC), and that use of the mark would be detrimental 
to the repute of the earlier marks within Article 8(5) of the CTM Regulation.  

The court found visual and conceptual similarities between the marks, even 
though the earlier Ralph Lauren marks referred to traditional polo played on a 
horse, and the mark which was the subject of the application referred to the 
urban game of bicycle polo.  

A 3D mark for desserts?  
 
This case concerned a three-dimensional CTM registered for desserts, ice 
creams, sorbets and yogurts.  OHIM Board of Appeal said the mark was devoid 
of distinctive character under Article 7(1)(b) of the CTM Regulation  
(207/2009/EC), and had failed to acquire distinctive character through use in 
accordance with Article 7(3) of the CTM Regulation. 

The GC, on appeal, agreed with the Board. 

The GC said the products were inexpensive everyday consumer products 
(consumers did not display a high level of attention to such products).  

Also, the mark comprised two glass goblet-shaped transparent containers in a 
cardboard outer casing open at the top and on the sides (thus a three-
dimensional shape of the packaging). 

The Polo/Lauren Company LP v 
OHIM, Case T-265/13, 18 
September 2014 
 
 
 

Giorgio Giorgis V OHIM, Case T 
– 474/12, 25 September 2014 
(Curia). 
 
 

 

 

http://curia.europa.eu/juris/document/document.jsf?text=&docid=157847&pageIndex=0&doclang=en&mode=req&dir=&occ=first&part=1&cid=261978
http://curia.europa.eu/juris/document/document.jsf?text=&docid=157847&pageIndex=0&doclang=en&mode=req&dir=&occ=first&part=1&cid=261978
http://curia.europa.eu/juris/document/document.jsf?text=&docid=157847&pageIndex=0&doclang=en&mode=req&dir=&occ=first&part=1&cid=261978
http://curia.europa.eu/juris/document/document.jsf?text=&docid=157981&pageIndex=0&doclang=en&mode=req&dir=&occ=first&part=1&cid=343085
http://curia.europa.eu/juris/document/document.jsf?text=&docid=157981&pageIndex=0&doclang=en&mode=req&dir=&occ=first&part=1&cid=343085
http://curia.europa.eu/juris/document/document.jsf?text=&docid=157981&pageIndex=0&doclang=en&mode=req&dir=&occ=first&part=1&cid=343085
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The GC said the Board had been right to find that neither the containers nor the 
cardboard casing had distinctive character. The mark's features were not 
sufficient to make it an unusual design on the market for desserts that would 
differentiate it from the other desserts available to consumers. Further, the 
evidence submitted did not demonstrate that the mark had acquired 
distinctiveness. 

  

 



 

 

charlesrussellspeechlys.com 

Charles Russell Speechlys LLP is a limited liability partnership registered in England and Wales, registered number OC311850, and is authorised and regulated by the Solicitors Regulation Authority. Charles Russell Speechlys LLP 
is also licensed by the Qatar Financial Centre Authority in respect of its branch office in Doha. Any reference to a partner in relation to Charles Russell Speechlys LLP is to a member of Charles Russell Speechlys LLP or an 
employee with equivalent standing and qualifications. A list of members and of non-members who are described as partners, is available for inspection at the registered office, 5 Fleet Place, London. EC4M 7RD. 

Charles Russell Speechlys  
On 1 November 2014, Charles Russell merged with another leading London 
practice, Speechly Bircham, to form Charles Russell Speechlys.  

What this means for the Intellectual Property practice 
The combined IP practices from the two firms will form one of the largest IP 
practices in the UK, with recognised specialisms in many sectors including life 
sciences/medical devices, chemicals, high-tech, engineering, manufacturing, 
electronics, luxury goods, retail, leisure, art, sports, publishing and broadcast 
media, coupled with a leading trade mark and designs prosecution practice. 

The merger will give Charles Russell Speechly great strength, both in depth and 
range, in the intellectual property area.  In particular it will be able to draw on the 
vast experience of  Charles Russell’s leading intellectual property practice, which 
has handled some of the largest disputes, transactions and other matters in the 
IP field, and Speechly Bircham’s market-leading privacy and data protection 
practice. 

Quality will not be compromised: we believe that we are highly unusual in that all 
12 of our partners and partner-equivalents are ranked as leading individuals by 
the independent legal directories, and whilst not yet ranked as leading 
individuals, several of the more junior members of the team have distinguished 
themselves, for example by gaining the highly regarded Postgraduate Diploma in 
Intellectual Property Law and Practice awarded by Oxford University Law Faculty 
and the Intellectual Property Lawyers Association.  We will ensure that our 
partners and other senior lawyers continue to be fully involved in the relevant 
critical, sensitive and other important matters and issues relating to your 
business and the matters on which we are instructed. 

The new firm 
Charles Russell Speechlys will be one of the larger firms in Europe and the Gulf. 
It will have: 
• 170 partners and over 500 lawyers  

• 9 offices - in London and also Cheltenham and Guildford in the United 
Kingdom, mainland Europe (Geneva and Zurich in Switzerland, Paris in 
France and Luxembourg) and the Middle East (Doha in Qatar and Manama 
in Bahrain). 

It will be a full service firm: 
• offering 12 broad legal disciplines and focusing on 11 industry sectors 

• ranked in 53 work type/geography categories in the Chambers UK 
directory  

• with 113 partners and lawyers ranked as a Leading Individual in a total of 
267 work type/geographic categories in the Chambers UK Directory. 

Contact details 
Our office address and 
telephone contact details will 
remain the same.    

We will be adopting new 
email addresses 
(firstname.surname 
@crsblaw.com) but emails 
will continue to get to us on 
the existing addresses you 
already have. 
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